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DETAILED ACTION 
Claims 

1. Cancellation of claim 1 and addition of new claim 9-1 1 in Applicant's Paper filed 3 
July 2006 is acknowledged. 

Foreign Priority 

2. Applicant's claim of foreign priority is acknowledged. 

WITHDRAWN OBJECTIONS 

3. The Objection to the Abstract of record in the Office Action mailed 3 March 2006, 
page 2, paragraph 2, has been withdrawn due to Applicants arguments. 

WITHDRAWN REJECTIONS 

4. The 35 USC 1 1 2 rejections of claims 1-6 of record in the Office Action mailed 3 
March 2006, page 2, paragraph 3, have been withdrawn due to Applicant's 
amendments in the Paper filed 3 July 2006. 

5. The 35 USC 102 rejections of claims 1-6 of record in the Office Action mailed 3 
March 2006, page 7, paragraph 4, have been withdrawn due to Applicant's 
amendments in the Paper filed 3 July 2006. 

NEW REJECTIONS 
35 U.S.C. 112, First Paragraph Rejections 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 2-6 and 9-1 1 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. In claims 9 and 10, it is unclear where the second cavity, part to be 
punched out, concave portion and planar ring are located, and how the first inner wall 
surface's diameter can be substantially equal to a diameter of an inner wall surface of 
the first cavity. 

35 U.S.C. 112, Second Paragraph Rejections 

7. Claims 2-6 and 9-1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The phrase "diameter of the inner wall surface of the first cavity" in claim 5, 
line 4 is vague and indefinite because it is unclear to one of ordinary skill in the art what 
is meant by "diameter of the inner wall surface of the first cavity". It is unclear how an 
inner wall can have a diameter. 

The phrase "a cylindrical ring protruding from a rim of the temporary center 
hole in a surface on a first surface side the cylindrical ring" in claim 6, lines 2-4 is 
vague and indefinite because it is unclear to one of ordinary skill in the art what is meant 
by "a cylindrical ring protruding from a rim of the temporary center hole in a surface on a 
first surface side the cylindrical ring". It is unclear how it is possible for a ring to 
protrude from a rim. 

The phrases "a first cavity formed in a circular planar form" in claim 9, 1. 3 "a 
second cavity formed in the first surface at a position corresponding to the first 
cavity" in claim 9, II. 4-5 and "the second cavity being formed on either side of a 
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part to be punched out" in claim 9, 1. 5 are vague and indefinite because it is unclear 
to one of ordinary skill in the art whether a planar form means the first cavity is in a 
plane, is formed by an apparatus or something else; what is at a position corresponding 
to the first cavity - whether the second cavity is next to the first cavity, the first surface is 
next the first cavity or something else; and it is unclear where the punched out part is 
located where are the sides of the part that the second cavity are on either side of. 

The phrase "first inner wall surface vary proportionately to a distance 
between the points on the second inner wall surface on the base surface" in claim 
10, II. 6-8 is vague and indefinite because it is unclear to one of ordinary skill in the art 
what is meant by "first inner wall surface vary proportionately to a distance between the 
points on the second inner wall surface on the base surface". It is unclear what about 
the first inner wall is varying and what the reference to the points on the second inner 
wall surface are referring to. 

Clarification and/or correction is required. 

35 U.S.C. 102(b) Rejections 
8. Claims 9, 2-6 and 1 1 are rejected under 35 U.S.C. 102(b) as being unpatentable 
overTanaka etal. (US 5,541,910). 

Regarding claim 9, Tanaka ('910) teaches an information medium preform (FIG- 
1, #1 wherein the product is capable to be used as a preform) comprising a first surface 
(FIG-1, top surface of#1) and second surface (FIG-1, surface with cavity defined by r1 
and r4); 

a first cavity in the second surface (FIG-1, cavity with radius r1)\ and 
a second cavity in the first surface (FIG-1, cavity with radius r4), 
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wherein the second cavity comprises a first concave portion (FIG-1 and col. 4, II. 
9-19 wherein #4 fits within concave recess, in a circular and vertical dimension above 
r4), the first concave portion comprising: 

a first inner wall surface whose diameter is substantially equal to a diameter of 
the first cavity (FIG-1, wherein the diameter of #4 is equal to the diameter of the cavity 
of the recess within #22); and 

a base surface substantially transverse with the first inner wall surface (See 
FIG-1 wherein the base below #4 is clearly transverse to the first inner wall surface and 
transverse with each other.). 

Regarding claim 2, Tanaka ('910) teaches the recording medium preform 
wherein a corner formed by converging the first inner wall surface and the first surface 
is beveled (See col. 4, 1. 11 wherein the surface is "tapered", thus beveled.). 

Regarding claim 3, Tanaka ('910) teaches the recording medium preform 
wherein the second cavity comprises a depth from 50 to 150 urn (See col. 3, II. 32-34 
and FIG-1 "h" wherein the maximum height is 0.5 mm/500 pm.). 

Regarding claim 4, Tanaka ('910) teaches the recording medium preform 
wherein the first cavity comprises a second portion in a base surface of the first cavity 
along the inner wall surface of the first cavity (FIG-1, bottom portion of cavity wall r1 and 
col. 3, 1. 66 to col. 4, 1. 28). 

The phrase "the base surface of the first cavity being constructed of a surface of 
the part to be punched out on a second surface side" in claim 4, lines 5-6 are not given 
any patentable weight since the applicant is introducing use limitations into the product 
claims (see MPEP 2173(q)). 



Application/Control Number: 10/829,266 Page 6 

Art Unit: 1772 

Regarding claim 5, Tanaka ('910) teaches the recording medium preform 
wherein the temporary center hole is formed in a central part of a part to be punched out 
(See FIG-1, #3 and #4 at center.), the temporary center hole comprising a smaller 
diameter than the diameter of the first cavity (FIG-1, wherein the diameter of the 
beveled portion r1 and smaller than 2*r2). 

Regarding claim 6, Tanaka ('910) teaches an information recording medium 
preform comprising a cylindrical ring protruding from a rim of the temporary center hole 
in a surface on a first surface side (See FIG-1, ring defined by base area supporting #4 
and col. 3, II. 66 - col. 4, 1. 28.), the cylindrical ring comprising a central axis that is 
coincident with a center of the temporary center hole (FIG-1, wherein the axis are along 
the center of #22). 

The phrase "of the part to be punched out" in claim 6, line 3 is not given any 
patentable weight since the applicant is introducing use limitations into the product 
claims (see MPEP 2173(q)). 

Regarding claim 11, Tanaka ('910) teaches an information recording medium 
preform wherein the first concave portion comprises the first inner wall surface of the 
second cavity (See Fig-1 the outer surface ofr4 butting #2.), an outer circumferential 
surface of the cylindrical ring, and a base surface, the base surface converging with the 
first inner wall surface and the outer circumferential surface of the cylindrical ring (See 
FIG-1 and col. 3, 1. 66 to col. 4, 1. 30). 

35 U.S.C. 103(a) Rejections 
9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka 
et al. (US 5,541,910) in view of Takahashi et al. (US 5,859,834). 
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Regarding claim 10, Tanaka ('910) teaches an information recording medium 
preform wherein the first concave portion comprises a second inner wall surface that 
converges with the base surface of the second cavity (See FIG-1 wherein the base 
surface supporting #4 converges with the cavity defined by r4.), the second inner wall 
surface being located between the first inner wall surface of the second cavity and an 
outer circumferential surface of the cylindrical ring (See FIG-1 wherein the second inner 
wall surface supporting #4 is between the outer ring bottom side of #2 when viewed 
from top to bottom.), however, fails to expressly disclose wherein the second inner all 
surface is tapered. 

However, Takahashi ('834) teaches wherein the second inner all surface is 
tapered (See FIGs 8 and 11 and col. 7, II. 1-36, wherein inner wall surface #105a is 
tapered.) for the purpose of accommodating a complimentary secondary surface (col. 6, 
II. 27-33 and col. 3, II. 18-23). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time applicant's invention was made to modify Tanaka's ('910) product with a 
second inner all surface being tapered as taught by Takahashi ('834) in Tanaka ('910) in 
order to provide a product that accommodates a complimentary secondary surface. 

ANSWERS TO APPLICANT'S ARGUMENTS 
10. In response to Applicant's argument (p. 8, para. 2) that Tanaka ('910) does not 
teach newly added claim 9, it is noted that Tanaka ('910) teaches an information 
medium preform (FIG-1, #1 wherein the product is capable to be used as a preform) 
comprising a first surface (FIG-1, top surface of#1) and second surface (FIG-1, surface 
with cavity defined by r1 and r4); a first cavity in the second surface (FIG-1, cavity with 
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radius r1)\ and a second cavity in the first surface (FIG-1, cavity with radius r4), wherein 
the second cavity comprises a first concave portion (FIG-1 and col. 4, II. 9-19 wherein 
#4 fits within concave recess, in a circular and vertical dimension above r4), the first 
concave portion comprising: a first inner wall surface whose diameter is substantially 
equal to a diameter of the first cavity (FIG-1, wherein the diameter of #4 is equal to the 
diameter of the cavity of the recess within #22); and a base surface substantially 
transverse with the first inner wall surface (See FIG-1 wherein the base below #4 is 
clearly transverse to the first inner wall surface and transverse with each other). 

11. In response to Applicant's argument (p. 8, paras. 3-4) that Tanaka ('910) teaches 
an optical disk, not a preform as claimed in claim 9, it is noted that patentability of 
Applicant's product is determined by the structural limitations of in Applicant's claims, 
not a stated use of the product. Furthermore, Tanaka ('910) teaches all of the 
limitations of Applicant's claim 9 as discussed above. Furthermore, Tanaka's ('910) 
product can clearly capable of being used as a preform. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brent T. O'Hern whose telephone number is (571) 272- 
0496. The examiner can normally be reached on M-F, 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571) 272-2172. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 






Brent T O'Hern 
Examiner 
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PRIMARY EXAMINER 
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